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DETAILED ACTION 

Specification 

1 . The disclosure is objected to because of the following informalities: Please revise 
pages 1 and 2 of the specification to include the serial numbers of the related 
applications as they are now assigned. Appropriate correction is required. 

2. The title of the invention is not descriptive. A new title is required that is clearly 
indicative of the invention to which the claims are directed. 

Claim Objections 

3. Claim 5 is objected to because of the following informalities: The examiner 
believes that "routing" on line 2 of claim 5 is meant to read "routine." Appropriate 
correction is required. 

Claim Rejections - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 15-21 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Claims 15-21 claim a computer program 
product in a computer readable medium which the specification defines as including, 
"transmission-type media, such as digital and analog communications links, wired or 
wireless communications links using transmission forms, such as, for example, radio 
frequency and light wave transmissions," which have been found to be non-statutory. 
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Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 1, 8 and 15 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Smolders (US Patent 6,253,338). 

7. As per claim 1: 

Smolders teaches a method in a data processing system for monitoring the 
execution of a program, the method comprising: 

associating instructions for calls and returns in the program with a set of 
indicators (column 4, lines 15-18; column 3, lines 29-33; column 5, lines 20-24; column 
5, lines 39-43) (Smolders associates all branches with indicators, this includes calls and 
returns. The indicators are T, the process information and counters.); and 

executing the program using a processor, wherein the set of indicators 
associated with the instructions causes the processor executing the instructions to 
generate data on calls and returns in the program (column 4, lines 18-21; column 4, 
lines 60-65). 

8. As per claim 8: 
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Claim 8 recites the system for performing the method of claim 1 . Smolders 
teaches a system for performing his method (Figure 2). Therefore, claim 8 is rejected 
for the same reasons as claim 1 . 

9. As per claim 15: 

Claim 15 recites a computer program product in a computer readable medium for 
performing the method of claim 1 . Smolders teaches a computer program product in a 
computer readable medium for performing his method (column 6, lines 15-25).). 
Therefore, claim 15 is rejected for the same reasons as claim 1. 

Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

11. Claims 2-7, 9-14 and 16-21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Smolders (US Patent 6,253,338) as applied to claims 1, 8 and 15 
above, and in view of Subrahmanyam (US Patent 5,987,250). 

12. Smolders teaches claims 1, 8 and 15 for the reasons listed above. 

13. As per claim 2: 

Smolders does not teach the following limitations which Subrahmanyam does: 
responsive to identifying an instruction in an instruction cache for execution 
during execution of the program, determining whether an indicator from the set of 
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indicators is associated with the instruction (Subrahmanyam: column 4, lines 9-17; 
column 4, lines 35-38) (A probe location is marked by a flag indicator which is 
associated with a location in the instruction code, the location being an instruction, 
which will inherently come from an instruction cache since Subrahmanyam contains an 
instruction cache (Subrahmanyam: column 3, lines 60-64).); and 

generating an interrupt if the indicator is associated with the instruction, wherein 
the interrupt causes execution of a program to generate data on the calls and returns in 
the program (Subrahmanyam: column 4, lines 38-43; column 1, lines 12-17; column 4, 
lines 2-5) (Subrahmanyam states that various analysis tools are well known in the art 
which his method can be used for. One of these tools is analyzing calls and returns.). 

Smolders explicitly inserts monitor code into the instruction stream (Smolders: 
column 4, lines 21-26). Subrahmanyam states that this is undesirable for several 
reasons (Subrahmanyam: column 1, lines 50-65). Subrahmanyam's system collects 
data throughout regular execution, accumulating the data. Then when a probe location 
is reached, analysis is done and the data is dumped into an external file. When 
applying Smolders is applied to Subrahmanyam, data would be collected on calls and 
returns as normal, but it would accumulated until a probe location is reached, rather 
than interrupting to a analysis tool within the same process after each branch. Doing 
this would allow Smolders to observe call and return behavior without, "affecting 
program behavior," (Subrahmanyam: column 2, lines 1-3) and would avoid the pitfalls 
observed by Subrahmanyam (Subrahmanyam: column 1, lines 50-65). 
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Therefore, it would have been obvious to one of ordinary skill in the pertinent art 
at the time of the applicant's invention that applying Subrahmanyam to Smolders would 
allow for studying program behavior without affecting the program behavior. 

14. As per claim 3: 

The method of claim 1 , wherein execution of an instruction associated with an 
indicator in the set of indicators causes passing of control to a process that records calls 
and returns (Subrahmanyam: column 4, lines 38-43; column 1, lines 12-17; column 4, 
lines 2-5). 

15. As per claim 4: 

The method of claim 1 , wherein execution of an instruction associated with an 
indicator in the set of indicators causes passing of control to a process that identifies a 
calling routine (Subrahmanyam: column 4, lines 38-49). 

16. As per claim 5: 

The method of claim 4 further comprising: 

associating instructions in the calling routing with the set of indicators (Smolders: 
column 4, lines 15-18; column 3, lines 29-33; column 5, lines 20-24; column 5, lines 39- 
43); and 

executing the program using a processor, wherein the set of indicators 
associated with the instructions causes the processor executing the instructions in the 
calling routine to generate data on calls and returns in the calling routine 
(Subrahmanyam: column 4, lines 38-43) (Smolders: column 5, lines 20-24; column 5, 
lines 39-43). 
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17. As per claim 6: 

The method of claim 1 , wherein the set of indicators are located in a shadow 
memory (Subrahmanyam: column 4, lines 49-53) (Smolders: column 3, lines 29-33). 

18. As per claim 7: 

The method of claim 1 further comprising: 

identifying a called routine (Subrahmanyam: column 5, lines 38-51; Figures 4A- 

4C, 5). 

19. As per claim 9-14: 

Claims 9-14 recite the system for performing the method of claims 2-8. Smolders 
teaches a system for performing his method (Smolders: Figure 2). The same would 
apply when Subrahmanyam is applied to Smolders. Therefore, claims 9-14 are rejected 
for the same reasons as claims 2-8. 

20. As per claims 16-21: 

Claims 16-21 recite a computer program product in a computer readable medium 
for performing the method of claims 2-8. Smolders teaches a computer program 
product in a computer readable medium for performing his method (Smolders: column 
6, lines 15-25).). The same would apply when Subrahmanyam is applied to Smolders. 
Therefore, claims 16-21 are rejected for the same reasons as claims 2-8. 



Conclusion 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ryan P. Fiegle whose telephone number is 571-272- 
5534. The examiner can normally be reached on M-F 12-8. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eddie Chan can be reached on 571-272-4162. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




